THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-1511
Appl i cation 08/ 063, 919¢

Bef ore CALVERT, STAAB, and McQUADE, Adm nistrative Patent Judges.

McQUADE, Administrative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed May 18, 1993. According to
appel lant, the application is a continuation-in-part of
application 07/978, 130, filed Novenber 18, 1992; which is a
continuation-in-part of Application 29/001, 639, filed
Novenber 18, 1992.
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This appeal is fromthe final rejection of clainms 1 through
5, 7 through 12 and 16 through 20, all of the clains pending in
t he application.?

The invention relates to “a holder device for securely
retaining a witing inplenent, such as a pen, pencil, marker and
the like, to a support surface, such as at a location nearby to a
t el ephone, copy machi ne, notebook, etc.” (specification, page 5).
Claimis 1 illustrative and reads as foll ows:

1. A holder device nountable on a support surface of a
support and adapted to renpvably secure elongated witing
i npl enents thereto, the hol der device conprising:

a base portion having opposite |ateral edges and adapted to
mount on said support surface; and

a pair of resilient wing portions each jointed to said base
portion longitudinally along a junction |ocation, said w ng
portions extendi ng away from said base portion and convergi ng
toward one another to termnate in a free wing edge so that said
W ng portions and said base portion define a longitudinally
ext endi ng channel sized to receive an elongated witing
i npl enment, said channel having opposite open ends and a
| ongi tudi nal nouth | ocated between said wi ng edges whereby said
witing inplenment may be inserted through said nouth and retained
within said channel, and including a |Iongitudinal groove forned
proxi mate to each respective junction |location in said channel,

sai d grooves operative to permt deflection of said wing portions
away from one another thereby to reduce bending nonents of force
on said base portion when said witing inplenent is inserted

t hrough said nouth

2 Claim1 has been anended subsequent to final rejection.
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The references relied upon by the exam ner as evidence of

obvi ousness are:

Copel | 2,161, 855 Jun. 13, 1939
Fr ank 3,154, 281 Cct. 27, 1964
Wl sh 3, 228, 640 Jan. 11, 1966
Andr e 4,614, 321 Sep. 30, 1986
Engval | 5,178, 354 Jan. 12, 1993

(filed Jan. 21, 1992)
d ay 461, 277 Feb. 15, 1937
(British Patent Docunent)

The cl ains on appeal stand rejected under 35 U S.C. §8 103 as
foll ows: 3

a) claims 1, 2 and 8 as being unpatentable over Engvall in
vi ew of Andre;

b) clains 1, 2 and 7 as bei ng unpatentabl e over Engvall in
vi ew of Copell;

c) claim1l as being unpatentable over Engvall in view of
either Andre or Copell, and further in view of C ay;

d) claim 1l as being unpatentable over Frank in view of

either Andre or Copell, and further in view of C ay;

8 Sone of these rejections were carried forward fromthe
final rejection (Paper No. 9) into the main answer (Paper No. 13)
and some were entered for the first tine in the nmain answer.
Certain rejections made in the final rejection were not carried
forward into the main answer and are assuned to have been
w t hdrawn by the exam ner (see Ex parte Enm 118 USPQ 180, 181

(Bd. App. 1957)).
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e) clainms 12 and 19 as bei ng unpatentable over Wbl sh in view
of d ay;

f) clains 16 and 18 as bei ng unpatentable over Wil sh in view
of Cay, and further in view of Andre;

g) clains 16 and 17 as bei ng unpatentable over Wil sh in view
of Clay, and further in view of Copell;

h) claim20 as bei ng unpatentable over Engvall in view of
a ay;

i) clains 1, 3 through 5, 8 through 10, 12, 16, 18 and 19 as
bei ng unpatentabl e over Frank in view of Andre;

j) clains 1, 3 through 5, 7, 9, 10, 12, 16, 17 and 19 as
bei ng unpatentabl e over Frank in view of Copell;

k) clains 1, 3 through 5, 8, 9, 11, 12, 16 and 18 t hrough 20
as being unpatentable over Wl sh in view of Andre; and

) clains 1, 3 through 5, 7, 9, 11, 12, 16, 17, 19 and 20 as
bei ng unpat ent abl e over Wl sh in view of Copell.

Ref erence is made to the appellant’s main and reply briefs
(Paper Nos. 11 and 14) and to the examner’s nmain and
suppl enmental answers (Paper Nos. 13 and 15) for the respective
positions of the appellant and the exam ner with regard to the

propriety of these rejections.
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Havi ng carefully considered the content of the clains on
appeal, the scope of the applied prior art and the respective
Vi ewpoi nts advanced by the appellant and the exam ner, we shall
not sustain any of the examner’s rejections.

The manner in which the exam ner has conbi ned the references
applied in support of the various rejections (see pages 3 through
9 in the main answer) indicates that the proposed conbi nations
are based on inproper hindsight rather than on the teachings,
suggestions and inferences of the references thensel ves. Thus,
the rejections as set forth by the exam ner are fundanentally
unsound.

More particularly, the examner justifies the proposed
conbi nations of Engvall or Frank or Wil sh in view of Andre or

Copell (rejections a, b, ¢, d, f, g, i, j, k and |) by concluding

that it would have been obvious to one of ordinary skill in the
art to nodify the hol der devices disclosed in the primry
references by incorporating grooves as in Andre or Copell to
provi de the holding devices with a nore secure retention
capability. Neither Andre nor Copell, however, teaches or
suggests that the grooves in the devices disclosed therein

provide this capability.
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The exam ner justifies the proposed conbination of Wlsh in
view of Clay (rejection e) by concluding that it would have been
obvious to one of ordinary skill in the art to nodify the truss-
engaging clip portion of Wlsh's nolded pl astic pipe-hol ding
device by configuring it in accordance with the suitcase-engaging
clip portion of Clay’'s netallic strip unbrella-holding device “to
better hold the [ Wl sh] device adjacent another nmenber” (main
answer, page 5). The exam ner does not explain, however, nor do
Wl sh and O ay teach or suggest, why such a nodification would
enhance the clip portion of Wl sh's device.

Finally, the exam ner justifies the proposed conbi nation of
Engvall in view of Clay (rejection h) by concluding that it would
have been obvious to one of ordinary skill in the art to nodify
t he hol der device disclosed by Engvall by incorporating | obes as
in Cay to provide the device with a nore secure retention
capability. Here again, however, Clay does not teach or suggest
that the | obes on the device disclosed therein provide this
capability.

The follow ng rejections are entered pursuant to 37 CFR
§ 1.196(b).

Clains 1, 2 and 7 through 9 are rejected under 35 U S. C
8 103 as being unpatentable over Copell in view of Engvall.
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Copel | discloses a general purpose hol der device for
receiving and holding articles such as “pipes, tooth brushes,
toilet appliances and simlar elenments” (page 1, columm 2, |ines
8 through 10). The device consists of a body 10 preferably nmade
of rubber or a simlar material. The body includes an opening 12
for receiving the article and carries a nounting strip 17 which
may be enbedded into the surface of an underlying support to
affix the body thereto. The opening 12 nmay define recesses or
grooves 13 to accommpdat e oval -shaped articles. As best shown in
Figure 3, Copell’s body has a base portion, a pair of resilient
Wi ng portions joined to the base portion along a junction
| ocation, and a longitudinally extendi ng channel havi ng opposite
open ends and a | ongi tudi nal nout h.

Copel I s hol der device neets all of the limtations in
clains 1, 2 and 7 through 9 except for those requiring the base
portion to have opposite |lateral edges (claim1l) and an adhesive
| ayer on its bottom surface (claim?2), and the grooves to be
triangular in cross-section (claim8). 1In this regard, the base
portion of Copell’s device | acks any apparent opposite | ateral
edges and adhesive on its bottom surface, and Copell’s recesses

or grooves 13 are sem-circular in cross-section.



Appeal No. 96-1511
Application 08/ 063, 919

The appel lant’ s argunents that Copell’s recesses or grooves
are not |ocated proximate the respective junction |ocations
bet ween the wi ng and base portions and woul d not permt
defl ection of the wing portions away from one another to reduce
bendi ng nonments on the base portion as recited in claim1l (see,
for exanple, page 8 and 9 in the main brief and page 4 in the
reply brief) are not well taken. Copell’s Figure 3 clearly shows
that grooves 13 are | ocated proximte the respective junction
| ocati ons between the wing and base portions as broadly recited
inclaiml. Moreover, it is not apparent, nor has the appellant
poi nted out, why such grooves would not function to permt
defl ection of the wing portions away from one another to reduce
bendi ng nonents on the base portion.

Engval | di scl oses a hol der device adapted to be secured to
an aerosol can to hold an extension tube while not in use. As
descri bed by Engvall,

[While the holder 10 is intended to be affixed to

an aerosol container, and is intended to hold an

extension tube, it will becone apparent to those

skilled in the art that the holder may be affixed to

ot her supporting surfaces, and that the inventive

hol der coul d be adapted to support other types and

ki nds of rodlike nmenbers, such as broom handl es, tool

handl es, and ot hers.

Wth reference nowto FIGS. 2-4, the tube hol der
10 has a base 14, with an adhesive |ayer 21 on the
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undersi de thereof, for attaching the tube holder to the

surface of the can 5. :

A pair of spaced apart, upstanding tube grasping
menbers 18 and 19, are integrally connected to the top
surface of the base 14. As best seenin FIG 3, a
spaci ng 15 between the nenbers 18 and 19 is suitably
di mensioned to receive the rodlike tube 12 therewthin.

The spacing 15 has at the top edges of the nenbers 18

and 19, a width Hwhich is just slightly less than the

outside dianeter of the tube 12. As shown in FIG 3,

the nenbers 18 and 19 are inclined slightly toward one

anot her, and are conposed of resilient material [colum

4, line 45 through colum 5, line 3].

As best illustrated in Figure 2, the base 14 has a
rect angul ar shape defined by a pair of relatively |ong opposite
| ateral edges and relatively short opposite end edges.

It woul d have been obvious to one of ordinary skill in the
art to nodify the hol der device disclosed by Copell by providing
it wwth a rectangul ar base portion having opposite | ateral edges
and adhesive on its bottom surface as taught by Engvall in order
to adapt the device for adhesive connection to an underlying
support surface. The resulting hol der device would neet all of
the limtations in clains 1, 2, 7 and 9.

It al so woul d have been an obvious matter of design choice
within the skill of the art to make Copell’s sem -circular
recesses 13 triangular in cross-section as recited in claim8.

The triangul ar recess cross-section has not been discl osed or
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establ i shed by the appellant as solving a stated probl em or

presenting a novel or unexpected result (see In re Kuhle,

526 F.2d 553, 555, 188 USPQ 7, 8-9 (CCPA 1975)) and woul d serve
Copel | s objective of adapting the hol der device to receive oval -
shaped articles.

Claim10 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Copell in view of Engvall, and further in view
of Frank.

The Copel |l hol der device as nodified in view of Engvall does
not nmeet the limtation in claim10 requiring that each w ng
portion uniformy taper fromthe base portion to its free wng

edge.

Frank di scl oses a hol der device for articles such as
el ectroni c conponents. The device is made of a resilient
materi al and includes a body or base portion 16 and two arns or
W ng portions 22 extending upwardly fromthe body portion to
receive the article. As shown in Figure 2, the arns or w ng
portions taper fromthe body portion to their free edges.

It woul d have been obvious to one of ordinary skill in the
art in view of Frank to so taper the wing portions of the Copel
hol der device as nodified in view of Engvall, thereby arriving at
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the subject matter recited in claim10, in order to achieve the
sel f-evi dent advantages of w ng portions which require | ess
material and are easier to flex.

Claim1l is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Copell in view of Engvall, and further in view
of C ay.

The Copel |l hol der device as nodified in view of Engvall does
not neet the limtation in claim1l requiring the wng portions
to termnate in enlarged | ongitudinally extendi ng | obes.

Cl ay discloses a holder device “for attaching unbrellas, and
other suitable articles to suitcases and simlar articles” (page
1, lines 6 through 8). The device is nmade of a resilient strip
of sheet metal and includes a base portion and two armor w ng
portions extending upwardly fromthe base portion to receive the
article. As shown in Figures 1 and 2, wing portions termnate in
enl arged | obes or beads 13, 14 to prevent damage to the articles
(see page 2, lines 94 through 96).

It woul d have been obvious to one of ordinary skill in the
art in viewof Cay to termnate the wing portions of the Copel
hol der device as nodified in view of Engvall in | obes, thereby
arriving at the subject matter recited in claim1l, in order to
prevent damage to the articles held thereby. The record does not

11
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support the appellant’s contention (see page 13 in the main
brief) that hol der devices such as those disclosed by Copell do
not require | obes to prevent damage to the articles.

Claim20 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Copell in view of Engvall, and further in view
of Frank and d ay.

The Copel |l hol der device as nodified in view of Engvall
meets all of the limtations in claim?20 except or that requiring
each wing portion to taper in cross-section with each free w ng
edge forned as an enl arged | ongitudinally extendi ng | obe.

For the reasons discussed above, it would have been obvi ous
to one of ordinary skill in the art to nodify the hol der device
of Copell as nodified in view of Engvall by tapering its w ng
portions in view of Frank and by term nating sane in |obes in
view of Clay, thereby arriving at the holder device recited in
cl ai m 20.

I n summary:

a) the decision of the examner to reject clainms 1 through
5, 7 through 12 and 16 through 20 under 35 U. S.C. 8§ 103 is
reversed; and

b) new 35 U S.C. 8 103 rejections of clainms 1, 2, 7 through
11 and 20 are entered pursuant to 37 CFR 1.196(b).

12
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Thi s deci sion contains new grounds of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
considered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new grounds of
rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED. 37 CFR 1. 196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
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LAWRENCE J. STAAB
Adm ni strative Patent Judge

APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

Timothy J. Martin, P.C

Car|l Schaukovitch

9250 W 5th Avenue, Suite 200
Lakewood, CO 80226
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